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REPLY BRIEF 



Box AF 

Assistant Commissioner for Patents 
Washington, D.C. 20231 

Sir: 

This is in reply to the Examiner's Answer dated May 24, 2001. 

Many of the arguments raised by the Examiner are refuted by the original Brief on 
Appeal; however, a number of arguments in the Examiner's Answer are new or expanded. 

The Examiner's statement that the brief does not contain a statement with respect to 
related appeals and interferences is not correct. The required statement is clearly given at the 
bottom of page 1 of the Brief. 

The Examiner's statement with respect to grouping of claims is not agreed with and in 
any case is irrelevant. The Appellant has given reasons why the claims do not stand or fall 



together and why the claims may be considered independently patentable over the cited art. It is 
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V 

thus the province of the Board, not the Examiner, to determine patentability of the claims and it 
is the province of the Board, not the Examiner, to determine whether the cited art applies (or 
does not apply) to the claims equally. 

The Examiner's argument with respect to indefinite nature of the language "active wild 
type", in Claims 1, 3-6, 8-11, 17 and 18, disregards clear claim limitations that the activity 
referred to is "growth regulation". The Examiner may not broaden the claim language beyond 
its clear limits and then say that the broadening done by the Examiner is indefinite. 

The Examiner's argument with respect to the "new matter" rejection of Claims 1, 3-6, 8- 
11, 17 and 18 is flawed for reasons similar to the above. Again the Examiner improperly 
interprets the claims beyond its clear limits and then says that the misinterpretation encompasses 
new matter. The claims clearly require that the claimed p53as be the same as p53 up to the final 
50 carboxy terminal amino acids of p53. Any differences between p53 and p53as thus may not 
be before the final 50 carboxy terminal amino acids of p53. Despite this clear limitation, the 
Examiner says that the claims encompass new matter because an epitope different than p53 
could be anywhere in p53as. That interpretation is illogical and is simply not possible and must 
disregard the clear requirement of identity up to the final 50 amino acids. 

It has always been the position of the Appellant that the unique epitope in the p53as of the 
invention was there to distinguish p53as from p53. For the first time in the Examiner's answer, 
the Examiner has raised an argument that there is no disclosure in the specification that the 
epitope be unique with respect to all proteins. This is a new argument first presented in the 
Examiner's Answer and as such is an untimely new ground of rejection that should be 
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presented as such to permit amendment. No amendment in reply to the final rejection made 
any changes to the claims that would affect the nature of this new argument. The new argument 
therefore was not made necessary by any action on the part of the Appellants. In any case it is 
the position of the Appellants that the "unique epitope" referred to means unique as between p53 
and p53as and has always been argued as such. Whether or not the epitope is unique as to all 
other proteins is essentially irrelevant with respect to the invention since the point is to 
distinguish between p53 and p53as. 

In any case, as previously discussed in the brief and throughout prosecution, one skilled 
in the art, once given motivation by the present application, can easily add epitopes to the end of 
p53as to distinguish from p53. There is no new matter. If, however, the Board agrees with the 
Examiner that there is new matter, it is requested that a formal new rejection be given so as to 
allow the Appellants to amend. 

The arguments made by the Examiner with respect to the art rejections have already been 
addressed in the brief. It is sufficient to simply reiterate that these rejections are classic 
hindsight. The references, no matter haw they are combined simply do not suggest the 
invention. As an example, the Examiner uses classic hindsight logic by stating that because Han 
et al teaches that a part of a p53as (clearly not functional) in a plasmid for the purpose of study 
renders it obvious to incorporate a complete p53as into a plasmid for use as a vector. This is a 
clear quantum leap unsupported by the cited art. The Examiner makes an attempt to support 
such a position by saying that full length sequences for proteins other than p53as have been 
incorporated into plasmids for study and somehow that makes it obvious to incorporate a 
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sequence for a different (p53as) into a plasmid, not even for study, but for use as a vector. Such 
an argument is clearly improper. 

In summary, none of the references cited by the Examiner in any of the rejections suggest 
incorporating p53as into anything and certainly not into a plasmid or viral vector. None of the 
cited references have this critical defect cured by anything disclosed in any of the other cited 
references. 

The rejections should be reversed. 



In view of the foregoing, it is clear that the pending claims are definite, contain no new 
matter and are patentable over the cited prior art. Reversal of the Examiner and allowance of all 
claims are therefore respectfully requested. 



Conclusion 




Respectfully submitted. 
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